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DETAILED ACTION 

The amendment to the claims filed February 6, 2007 is acknowledged. 
The finality of the previous Action filed on November 6, 2006 is withdrawn in favor of this 
Office Action. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5, 18, 20, 21, 27, 38, 41 and 42 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Dependent claims are included in all 
rejections. 

Claims 5, 20, 27 and 41 are indefinite in their recitation of "less than about", since this is 
a relative term. It is unclear how much sugar is in the nutrient medium. 

Claims 18 and 38 are indefinite in their recitation of "less than about", since this is a 
relative term. It is unclear how much sugar is in the nutrient medium. 

Claims 21 and 42 are indefinite in their recitation of "less than about", since this is a 
relative term. It is unclear how much sugar is in the nutrient medium. 

Applicants urge that by amending the claims by adding a decimal point and a zero after 
the whole number would clarify the scope of the invention. 

This argument is not found persuasive because there is no difference between a number 
with a decimal point followed by a zero and a number without the decimal point. The 
specification does not describe the specific range of galactose containing sugar. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 5-10, 12-14, 18-23, 27-30, 32-34, 38-41, and 44-45 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Pullman et al (U.S. Patent No. 6,492,174) in view of 
Handley et at (U.S. Patent No. 5,491 ,090). 

The claims are drawn to a method of reproducing coniferous plants selected from Pinus 
taeda, Pinus radiata, and Pseudotsuga menziesii somatic embryos comprising growing an 
explant in induction, maintenance, or prematuration media, wherein the nutrient medium is 
gelled or liquid comprising more than about 1.0% to less than about 6.0% of galactose- 
containing sugar and an additional sugar, the prematuration medium contains abscisic acid 
(ABA) and less auxin and cytokinin than the maintenance medium, and developing the explant 
to obtain a cotyledon stage embryo suitable for germination. 

Pullman et al teach a method of initiating embryogenic cultures of Pinus taeda (col. 7, 
line 41), Picea abies (Norway spruce) (Example 1), Pseudotsuga menziesii (Douglas fir) 
(Example 2), and Pinus radiata (col. 7, line 44) (Example 3), wherein the explant is induce in 
liquid media containing between 5 and 70 g/l of maltose (for example 1 .5% see Table 47), 
glucose, fructose, sucrose (for example 1 % - 1 .5% see Table 3 and 5), galactose, or 
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combination thereof (col. 9, lines 54-58). The nutrient medium further comprises auxin and 
cytokinin (Table 1 ). 

Pullman et al do not teach a method of reproducing coniferous somatic embryos 
comprising culturing the explant in the maintenance and prematuration media, wherein the 
prematuration medium contains less auxin and less cytokinin than the maintenance medium. 
Moreover, the prematuration medium further comprises ABA and that the embryogenic culture 
contains early stage embryos suitable for germination. 

Handley et al teach a method of regenerating Pinus taeda in liquid medium, wherein the 
initiation (induction) (col. 5, lines 62-64) and maintenance (col. 6, lines 7-9) media contain sugar 
selected from the group consisting of glucose, maltose (6% see Table 2), sucrose (3% see 
Table 2), melezitose, and combination thereof and the development (prematuration) (col. 6, 
lines 22-23) medium contains sugar selected from the group consisting of glucose, maltose, 
sucrose, and combination thereof. The maintenance medium also contains 0.1 to 100 mg/l of 
auxin and 0.05 to 10 mg/l of cytokinin (col. 6, lines 5-6 and Table II). The prematuration 
medium further comprises between 5 to 250 mg/l of ABA (col. 6, lines 17-18) and no auxin and 
cytokinin (Table II). The prematuration medium contains ABA and less auxin and cytokinin than 
the maintenance medium. At weeks 6, 9 and 12, the embryos were suitable for germination 
(col. 17, lines 66-67). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to reproduce coniferous somatic embryos wherein the nutrient medium contains a 
galactose-containing sugar and additional sugar as taught by Pullman et al and to modify the 
prematuration medium containing ABA and no auxin and cytokinin when compared to the 
maintenance medium containing auxin and cytokinin as taught by Handley. One of ordinary skill 
in the art would have been motivated to do so given that ABA is a growth regulator and auxin 
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and cytokinin is not needed in the prematuration stage. Thus, the invention as a whole was 
clearly prima facie obvious to one of ordinary skill in the art at the time the invention was made. 

Claims 4 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pullman et al in view of Handley et al as applied to claims !, 5-10, 12-14, 18-23, 27-30, 32-34, 
38-41 , and 44-45 above, and further in view of Schuller et al (Plant Cell Reports (1 993) 1 2: 1 99- 
202). 

The claims are drawn to a method of reproducing coniferous somatic embryos 
comprising growing an explant in induction, maintenance, or prematuration media, wherein the 
nutrient medium contains a galactose-containing sugar which is lactose and an additional sugar, 
and developing the explant to obtain a cotyledon stage embryo suitable for germination. 

The teachings of Pullman et al in view of Handley et al are discussed above. 

Pullman et al and Handley et al do not teach lactose as the galactose-containing sugar. 

Schuller et al teaches that lactose, a disaccharide, was a superior carbon source in the 
maturation stage of Abies alba (abstract and page 202, col. 2). Further proliferation of somatic 
embryos occurred when abscisic acid was supplemented to the media (page 200, col. 2). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the method of Pullman et al in view of Handley et al by using lactose as the 
primary carbon source because Schuller states that lactose was a superior carbohydrate and 
produced more mature embryo of European silver fir (abstract). One of ordinary skill in the art 
would have been motivated to do so given that lactose promoted more torpedo growth of 
somatic embryos. Thus, the invention as a whole was clearly prima facie obvious to one of 
ordinary skill in the art at the time the invention was made. 
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Claims 16, 17, 36 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pullman et al in view of Handley et al as applied to claims 1, 5-10, 12-14, 18-23, 27-30, 32- 
34, 38-41, and 44-45 above, and further in view Coke (U.S. Patent No. 5,534,433). 

The claims are drawn to a method of reproducing coniferous somatic embryos 
comprising growing an explant in induction, maintenance, or prematuration media, wherein the 
nutrient medium contains a galactose-containing sugar and an additional sugar consisting of 
sucrose, and developing the explant to obtain a cotyledon stage embryo suitable for 
germination. 

The teachings of Pullman et al in view of Handley et al are discussed above. 

Pullman et al and Handley et al do not teach that the additional sugar is sucrose. 

Coke teaches that the nutrient medium for Pinus taeda (Loblolly pine) embryo consisted 
of with the addition 30 g/l of sucrose (col. 6, lines 59-61 ). The embryos further developed into 
the cotyledon stage (col. 7, lines 36-39). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the method of Pullman et al in view of Handley et al wherein the additional 
sugar is sucrose as taught by Coke. One of ordinary skill in the art would have been motivated 
to do so given that sucrose encourage the growth of somatic embryos. Thus, the invention as a 
whole was clearly prima facie obvious to one of ordinary skill in the art at the time the invention 
was made. 

Conclusion 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to June Hwu whose telephone number is (571 ) 272-0977. The Examiner 
can normally be reached Monday through Thursday from 6:00 a.m. to 4:30 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Anne Marie Grunberg, can be reached on (571 ) 272-0975. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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